The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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ON BRI EF

Bef ore FRANKFORT, NASE and BAHR, Adninistrative Patent Judges.
BAHR, Adnmini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of the follow ng design claim

The ornanental Design for a TIRE as shown and descri bed.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl aimare:

Bonko (Bonko '631) Des. 367, 631 Mar. 5, 1996
Bonko (Bonko '923) Des. 377,923 Feb. 11, 1997
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The followng rejection is before us for review

The claimstands rejected under 35 U.S.C. 8§ 103(a) as
bei ng unpat ent abl e over Bonko '923 in view of Bonko '631.

Reference is made to the brief! (Paper No. 11) and the
answer and suppl enmental answer (Paper Nos. 12 and 14) for the
respective positions of the appellant and the exam ner with
regard to the nerits of this rejection.

OPI NI ON

Havi ng careful ly considered the respective positions
advanced by the appellant in the brief and by the exam ner in
the answer, it is our conclusion that the references relied on

by the examner fail to establish a prinma facie case of

obvi ousness of the design claimon appeal within the neaning
of 35 U S.C § 103. CQur reasons for this conclusion follow
The test for determ ning obviousness of a clainmed design
under 35 U.S.C. § 103 is whether the design would have been
obvious to a designer of ordinary skill who designs articles

of

1 Any references to the "brief" in this decision are to the corrected
brief filed Cctober 5, 1998.
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the type involved. See In re Carter, 673 F.2d 1378, 1380, 213

USPQ 625, 626 (CCPA 1982) and In re Nal bandian, 661 F.2d 1214,

1216, 211 USPQ 782, 784 (CCPA 1981). The appellant's design
lies in the real mof designers of tires.

In order to support a hol ding of obvi ousness under 35
US C 8 103, there nust be a reference, a sonmething in
exi stence, the
desi gn characteristics of which are basically the sanme as the
cl ai med design. Such a reference is necessary whether the
hol ding is based on the basic reference alone or on the basic
reference in view of nodifications suggested by secondary

references. See In re Rosen, 673 F.2d 388, 391, 213 USPQ 347,

350 (CCPA 1982).

The appel | ant does not argue that the design
characteristics of the tire of Bonko '923 are not basically
the sane as the clained design on appeal. 1In this regard, we
note that the tire of Bonko '923, like the clained design, is
a directional tire having a tread with a plurality of
circunferentially spaced outer raised portions of the sane
shape and orientation as the outer raised portions of the

cl ai med desi gn on appeal and a plurality of circunferentially

3



Appeal No. 2000-1221
Application No. 29/070, 030

spaced central raised portions. The central raised portions
al so appear to have the sane shape as those of the appellant's
cl ai med design. Thus, from our perspective, Bonko '923
satisfies the Rosen test, in that it is a something in

exi stence, the design characteristics of which are basically
the sane as the cl ai ned design.

There is, however, a material difference between the
appel l ant's desi gn and Bonko ' 923 whi ch produces an over al
appear ance that woul d be recogni zed as different by an
ordi nary designer of tires. |In particular, alternating ones
of the central raised portions of Bonko '923 extend in
opposite directions with respect to one another, while those
of the appellant's design all extend in the same direction.
Contrary to the examner's contention that this difference is
de minims? (answer, page 4), it is our opinion that the
aligned orientation of the central raised portions of the
appel l ant' s desi gn does affect the appearance of the clained

design as a whole and the inpression that the design would

2 See Carter, 673 F.2d at 1380, 213 USPQ at 626.
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make to the eye of a designer of tires of ordinary skill.?

The appel lant's design gives an overall inpression of aligned
or parallel tread structures which is not present in the Bonko
' 923 design.

In addressing this difference, the exam ner notes that
Bonko ' 631 teaches the use on tires of central raised portions
which all lean in the sane direction. The exam ner then
concludes that it would have been obvious to one of ordinary
skill in the art at the tinme of the invention to reorient the
central raised portions in the Bonko '923 design to all |ean
in the sane direction, as taught by the Bonko ' 631 design,
resulting in a design having an appearance strikingly simlar
to that of the clained design (answer, page 4).

We have carefully considered the conbi ned teachi ngs of
Bonko ' 923 and Bonko ' 631, but we find therein no suggestion
to conbine the references as the exam ner has proposed to

arrive at the appellant's clainmed design. As the court in |Ln

3 Conpare Ex parte Pappas, 23 USPQd 1636, 1638 (Bd. Pat. App. & Int.
1992) (Differences between the appellant's clained design and the prior art
designs were found de nminims, in that the net effect of such differences, if
any, did not "affect the appearance of the clainmed design as a whole and the
i npression that the design would nake to the eye of a designer of ordinary
skill.").




Appeal No. 2000-1221
Application No. 29/070, 030

re Harvey, 12 F.3d 1061, 1063, 29 USPQ2d 1206, 1208 (Fed. Gr
1993) stated,

[]n ornanental design cases, a proper obviousness

rejection based on a conbination of references

requires that the visual ornanental features (design
characteristics) of the clainmed design appear in the
prior art in a manner which suggests such features

as used in the clainmed design. [|f, however, the

conbi ned teachi ngs suggest only conponents of a

cl ai med design, but not its overall appearance, an

obvi ousness rejection is inappropriate [citations

omtted].

W note that, in contrast to the appellant's clained
desi gn and the Bonko ' 923 design, which include only a single
central raised portion associated with each pair of outer
rai sed portions, the Bonko '631 tire has a pair of aligned
central raised portions associated with each pair of outer
rai sed portions. Thus, even assum ng that Bonko '631 woul d
have suggested to a tire designer of ordinary skill sone
nodi fication of the central raised portions of Bonko '923,
absent the appellant's own design, we are at a |l oss to know
why the ordinary designer would have singled out only the
al i gnnent and not the nunber of central raised portions for

i ncorporation into the Bonko ' 923 design as the exam ner

proposes. The incorporation in the Bonko '923 design of the
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nunber of central raised portions shown in the Bonko '631
desi gn woul d, of course, yield a design which is strikingly
different fromthe appellant's design.

Moreover, it is significant that the outer raised
portions of the Bonko '631 tire are oriented relative to one
anot her such that each pair presents an overall inpression of
a diagonal line. 1In contrast, the outer raised portions of
the appellant's design and the Bonko ' 923 design are oriented
relative to one another such that each pair presents an
overall inpression of a partial "V' configuration. Gven the
significant difference in the overall inpressions presented by
t he Bonko '923 and Bonko '631 designs, it is not apparent to
us, absent the appellant's own design, which orientation
(direction of lean), if any, the Bonko '631 design would have
suggested to the ordinary designer for the raised portions of
t he Bonko ' 923 design.

From our perspective, the only suggestion for putting the
sel ected design features fromthe references together in the
manner proposed by the exam ner to arrive at the appellant's
design is found in the luxury of hindsight accorded one who
first viewed the appellant's design. W therefore concl ude
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that the prior art references applied by the exam ner are not

sufficient to establish a prinma facie case of obvi ousness of

the clained design.* Accordingly, we cannot sustain the
exam ner's obvi ousness rejection.

W note, noreover, that, although appellant made no such
argunment in the brief, Bonko '923 does not appear to qualify
as prior art under 35 U.S.C. 8 102 with respect to the cl ained
desi gn on appeal. The Bonko '923 patent was issued to Mark
Leonard Bonko (appellant) on February 11, 1997 on design
application nunber 29/052,099, filed March 22, 1996. Since
the inventor of the Bonko '923 patent is the sanme as the
i nventor of the clainmed design on appeal, the Bonko '923
patent is not available as prior art under 35 U.S.C. § 102(a)
or (e). Further, since the Bonko '923 patent was not issued
nore than one year prior to the April 25, 1997 filing date of
the instant design application, it is not available as prior

art under 35 U. S. C § 102(b).

4 As we have deternmined that the prior art is insufficient to establish
a prima facie case of obviousness of the clainmed design, it is not necessary
for us to consider the declarations of Ross Fischer and Mark Carpenter filed
by the appellant with the brief.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject the
design claimunder 35 U S.C. 8 103(a) is reversed.

REVERSED

JENNI FER D. BAHR
Adm ni strative Patent Judge

CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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